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2a)D This action is FINAL. 2b® This action is non-final. 
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6) [3 Claim(s) 1-19 is/are rejected. 
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DETAILED ACTION 

This is a first Office action on the merits of this application. Claims 1-19 are 
presented for examination. 

Specification 

1. The disclosure is objected to because it contains an embedded hyperlink and/or 
other form of browser-executable code. Applicant is required to delete the embedded 
hyperlink and/or other form of browser-executable code. See MPEP § 608.01 . 

The hyperlinks appear on the following pages: p. 2, p. 5, pp. 12-16. Examiner 
understands the use of hyperlinks is crucial to Applicant's invention. However, 
according to MPEP § 608.01, embedded URLs cannot appear in the specification. 
Therefore, they must be deleted or altered so as to comply with MPEP § 608.01 . 

Claim Rejections - 35 USC § 101 

2. Claims 1-17 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The invention claimed in claims 1-17 is not 
related to the technological arts. These claims only describe a method for translating 
names into Web addresses. They call for a method for receiving a name, selecting a 
translation formula, and converting the name to an alternate name (which could either 
be a Web address or an alphanumeric entry). No form of technology is claimed. The 
entire method could be performed by a human being with a pen and paper, wherein the 
human writes a name, selects a formula (i.e. name + 2), and then converts the name 
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into an alternate name (i.e. "www.name2.com," or "2name"). Because the claims do not 
fall within the technological arts, they are directed to non-statutory subject matter. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-17 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. Claims 1-15 all include in the preamble, "a method of 
translating Web requests." However, the bodies of the claims then fail to describe any 
Web requests or any steps for translating web requests. Thus, the essential step of 
translating Web requests is omitted from the claims. Claims 16 and 17 similarly include 
in the preamble "a method of manufacturing a Web address query." However, the 
bodies of the claims fail to describe any Web address queries or any steps for 
manufacturing Web address queries. 

4. Claims 1, 14, 15, and 19 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In considering claims 1 and 19, both of these claims include the phrase "a Web 
address that said is associated with," in the last line of each claim. This phrase is 
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unclear because it appears to be missing a word. It appears that the word "name" 
should follow the word "said" in the claim. 

In considering claim 14, the phrase "said second translation formula" on line 5 of 
the claim lacks sufficient antecedent basis. Examiner is unable to understand the 
meaning of this claim given the lack of sufficient antecedent basis. 

In considering claim 15, line 4 of claim 15 includes the phrase, "converting said 
numeric entry to a second numeric numeric-based Web address." The term "numeric 
numeric-based" WJeb address is contradictory because a strictly numeric address would 
consist of only numbers, but a numeric-based address could include additional 
characters. Thus, it is unclear whether the claim intends for the Web page to be strictly 
numeric, or instead numeric-based. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1,2-7, 9, 10, 12, 13, and 16-19 are rejected under 35 U.S.C. 102(e) as 



being anticipated by Osaku et al. (U.S. Patent No. 6,061,738, hereinafter "Osaku"). 
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In considering claim 1, as understood, Osaku discloses a method of translating 
Web requests, comprising the steps of: 

Receiving a name associated with a Web address (col. 13, line 25, "888"; col. 14, 
line 13, "yahoo://olympic"); 

Selecting a translation formula (col. 13, line 27, 
"http://www.hatchusa.com/search. p?number=888/"; col. 14, lines 14-15, 
"http://search.yahoo.com/bin/search?p=olympic/"); 

Applying said translation formula to said name to result in a scheme-specific 
name of a Web address that said name is associated with (col. 13, lines 30-35, "the 
HatchUSA server 258 returns a fully formatted network access command 
</www.hatch.co.jp/> as the URL 266 corresponding to <888>"; col. 14, lines 25-29, "the 
database server 284 returns the result of its search of the YAHOO!® database as an 
HTML encoded document 286 [which will have a URL associated with the initially 
entered name]"). 

In considering claim 2, Osaku further discloses receiving a translation identifier 
("888", or "yahoo://" as described above), and selecting said translation formula based 
at least in part on said received translation identifier (i.e. the "888" identifier selects the 
"hatchusa" translation formula, and the "yahoo://" identifier selects the "yahoo" 
translation formula). 
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In considering claim 3, Osaku further discloses that the translation identifier 
comprises a geographical identifier (col. 18, lines 45-47, wherein the numerical name 
can be a "zip code"). 

In considering claim 4, Osaku further discloses analyzing the received name for a 
translation identifier (inherent, since the identifier is recognized and used to select the 
formula). 

In considering claim 5, Osaku further discloses that the translation formula 
comprises at least one predetermined character and said step of applying the 
translation formula includes adding at least one said predetermined character to said 
received name (i.e. the formula for the "888" name adds the string of characters 
"http://www.hatchusa. com/search. p?number=" to the received name; col. 13, lines 23- 
27). 

In considering claim 6, Osaku further discloses that the translation formula 
comprises a string of characters to add to said received name (col. 13, lines 23-27, as 
described above). 

In considering claim 7, Osaku further discloses that applying the translation 
formula includes adding the string of characters to the received name as a prefix (i.e. 
"888" becomes "http://www.hatchusa.com/search. p?number=888/"; col. 13, lines 25-27). 
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In considering claim 9, Osaku further discloses that applying the translation 
formula includes interleaving the string of characters with the received name (i.e. 
"yahoo://olympic" becomes "http://search.yahoo.com/bin/search?p=olympic/"; col. 14, 
lines 12-15). 

In considering claim 10, Osaku further discloses that the translation formula 
removes at least one character from the received name (i.e. the "://" following "yahoo" in 
"yahoo://olympic" is removed to create 
"http://search.yahoo.com/bin/search?p=olympicr). 

In considering claim 12, Osaku discloses a method of translating Web requests, 
comprising the steps of: 

Receiving a numeric entry of a name associated with a Web address (col. 13, 
line 25, "888"); 

Selecting a first translation formula (col. 13, line 27, 
"http://www.hatchusa. com/search. p?number=888/"); and 

Converting said numeric entry to an alphanumeric entry using the first translation 
formula (col. 13, lines 30-35, "the HatchUSA server 258 returns a fully formatted 
network access command </www. hatch. co.jp/> as the URL 266 corresponding to 
<888>"). 
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In considering claim 13, Osaku further discloses receiving a translation identifier 
("888"), and selecting said translation formula based at least in part on said received 
translation identifier (i.e. the "888" identifier selects the "hatchusa" translation formula). 

In considering claim 16, Osaku discloses a method of manufacturing a Web 
address query comprising the steps of: 

Receiving a name associated with a Web address (col. 13, line 25, "888"; col. 14, 
line 13, "yahoo://olympic"); 

Selecting a translation formula (col. 13, line 27, 
"http://www. hatchusa. com/search. p?number=888/"; col. 14, lines 14-15, 
"http://search.yahoo.com/bin/search?p=olympic/"); and 

Applying said translation formula to said name to result in a scheme-specific 
name of a Web address that said name is associated with (col. 13, lines 30-35, "the 
HatchUSA server 258 returns a fully formatted network access command 
</www.hatch.co.jp/> as the URL 266 corresponding to <888>"; col. 14, lines 25-29, "the 
database server 284 returns the result of its search of the YAHOO!® database as an 
HTML encoded document 286 [which will have a URL associated with the initially 
entered name]"). 

In considering claim 17, Osaku discloses a method of manufacturing a Web 
address query comprising the steps of: 
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Receiving a numeric entry of a name associated with a Web address (col. 13, 
line 25, "888"); 

Selecting a first translation formula (col. 13, line 27, 
"http://www.hatchusa.com/search. p?number=888/"); and 

Converting said numeric entry to an alphanumeric entry using the first translation 
formula (col. 13, lines 30-35, "the HatchUSA server 258 returns a fully formatted 
network access command </www. hatch. co.jp/> as the URL 266 corresponding to 
<888>"). 

In considering claim 18, Osaku discloses an apparatus for translating a Web 
address, comprising: 

A computer comprising an input device (col. 5, lines 37-46, "input device 14," 
"computer"); 

A Web browser operationally installed on said computer (col. 10, lines 20-25, 
"browser"); 

A translation module configured to: 

Receive a name associated with a Web address from the input device (col. 10, 
lines 20-50, describing the browser for entering the simplified network address; col. 13, 
line 25, "888"; col. 14, line 13, "yahoo://olympic"); 

Select a translation formula (col. 13, line 27, 
"http://www.hatchusa.com/search. p?number=888/"; col. 14, lines 14-15, 
"http://search.yahoo.com/bin/search?p=olympic/"); 
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Apply said translation formula to said name to result in a scheme-specific name 
of a Web address that said name is associated with (col. 13, lines 30-35, "the 
HatchUSA server 258 returns a fully formatted network access command 
</www.hatch.co.jp/> as the URL 266 corresponding to <888>"; col. 14, lines 25-29, "the 
database server 284 returns the result of its search of the YAHOO!® database as an 
HTML encoded document 286 [which will have a URL associated with the initially 
entered name]"); and 

Process the scheme-specific name through the Web browser (col. 10, lines 40- 

50). 

In considering claim 19, as understood, Osaku discloses a computer readable 
medium ("server") bearing instructions for translating a Web request, the instructions 
being arranged to cause one or more processors upon execution thereof to perform the 
steps of: 

Receiving a name associated with a Web address (col. 13, line 25, "888"; col. 14, 
line 13, "yahoo://olympic"); 

Selecting a translation formula (col. 13, line 27, 
"http://www.hatchusa. com/search. p?number=888/"; col. 14, lines 14-15, 
"http://search.yahoo.com/bin/search?p=olympic/"); 

Applying said translation formula to said name to result in a scheme-specific 
name of a Web address that said name is associated with (col. 13, lines 30-35, "the 
HatchUSA server 258 returns a fully formatted network access command 
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</www.hatch.co.jp/> as the URL 266 corresponding to <888>"; col. 14, lines 25-29, "the 
database server 284 returns the result of its search of the YAHOO!® database as an 
HTML encoded document 286 [which will have a URL associated with the initially 
entered name]"). 

6. Claims 1,2, 4-7, 16, 18, and 19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Buchholz et al. (U.S. Patent No. 5,956,490, hereinafter "Buchholz"). 

In considering claim 1, as understood, Buchholz discloses a method of 
translating Web requests, comprising the steps of: 

Receiving a name associated with a Web address (col. 4, line 15, "compressed 

URI"); 

Selecting a translation formula, and applying said translation formula 
("compression technique") to said name to result in a scheme-specific name of a Web 
address that said name is associated with (col. 4, lines 26-30, "decompressing by the 
server, the compressed URI using the compression technique indicated in the 
subsequent request"). 

In considering claim 2, Buchholz further discloses receiving a translation 
identifier, and selecting said translation formula based at least in part on said received 
translation identifier (col. 4, lines 26-30; col. 3, lines 45-53, where the indication of the 
compression technique is implemented via a URI compress indicator, "81", "82", or 
"85"). 
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In considering claim 4, Buchholz further discloses analyzing the received name 
for a translation identifier (inherent, since the identifier is recognized and used to select 
the formula). 

In considering claim 5, Buchholz further discloses that the translation formula 
comprises at least one predetermined character and said step of applying the 
translation formula includes adding at least one said predetermined character to said 
received name (i.e. the identifier "85" will be appended to the requested compressed 
URI (Fig. 4, "Request 410"). 

In considering claim 6, Buchholz further discloses that the translation formula 
comprises a string of characters to add to said received name (i.e. "85" as described 
above). 

In considering claim 7, Buchholz further discloses that applying the translation 
formula includes adding the string of characters to the received name as a prefix (Fig. 4, 
wherein the "85" is appended as a prefix to the compressed URI). 

In considering claim 16, Buchholz discloses a method of manufacturing a Web 
address query comprising the steps of: 
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Receiving a name associated with a Web address (col. 4, line 15, "compressed 

URI"); 

Selecting a translation formula, and applying said translation formula 
("compression technique") to said name to result in a scheme-specific name of a Web 
address that said name is associated with (col. 4, lines 26-30, "decompressing by the 
server, the compressed URI using the compression technique indicated in the 
subsequent request"). 

In considering claim 18, Buchholz discloses an apparatus for translating a Web 
address, comprising: 

A computer comprising an input device ("client"; col. 4, line 5); 

A Web browser operationally installed on said computer (col. 4, lines 5-8, 
wherein a browser is inherent in a system for making Web requests); 

A translation module configured to: 

Receive a name associated with a Web address from the input device (col. 4, 
line 15, "compressed URI"); 

Select a translation formula, and apply said translation formula to said name to 
result in a scheme-specific name of a Web address that said name is associated with 
(col. 4, lines 26-30, "decompressing by the server, the compressed URI using the 
compression technique indicated in the subsequent request"); and 

Process the scheme-specific name through the Web browser (col. 26-30). 
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In considering claim 19, as understood, Buchholz discloses a computer readable 
medium ("server") bearing instructions for translating a Web request, the instructions 
being arranged to cause one or more processors upon execution thereof to perform the 
steps of: 

Receiving a name associated with a Web address (col. 4, line 15, "compressed 

URI"); 

Selecting a translation formula, and applying said translation formula 
("compression technique") to said name to result in a scheme-specific name of a Web 
address that said name is associated with (col. 4, lines 26-30, "decompressing by the 
server, the compressed URI using the compression technique indicated in the 
subsequent request"). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 1 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Osaku, in view of Wang et al. (U.S. Patent Application Publication No. 

2002/0042736, hereinafter "Wang"). 
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Note: Examiner has interpreted the term "numeric numeric-based" Web address 
in claim 15 as meaning that the address consists of only numbers (i.e. similar to an IP 
address), and no additional characters. 

In considering claim 15, as understood, Osaku discloses a method of translating 
Web requests comprising the steps of: 

Receiving a numeric entry of a name associated with a first Web address (col. 
13, line 25, "888"); 

Selecting a translation formula (col. 13, line 27, 
"http://www.hatchusa. com/search. p?number=888/"); and 

Converting said numeric entry to an associated Web address using the 
translation formula (col. 13, lines 30-35, "the HatchUSA server 258 returns a fully 
formatted network access command </www.hatch.co.jp/> as the URL 266 
corresponding to <888>"). 

However, Osaku does not disclose that the associated Web address is a numeric 
Web address. Nonetheless, converting a numerical entry directly into a numerical, IP 
address is well known, as evidenced by Wang. In a similar art, Wang discloses a 
system for converting numbers entered either via bar-code readers or via a keyboard, 
directly into IP addresses, so that a user does not have to enter a long textual URL in 
order to access a desired site (Abstract, U 0030, 0031 , 0034, "direct translation of an IP 
address inherent in the UPC product information; see also, Fig. 5). Therefore, given the 
teaching of Wang, a person having ordinary skill in the art would have readily 
recognized the desirability and advantages of allowing the translation system taught by 
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Osaku convert the entered numerical names directly into numerical IP addresses, to 
allow for "immediate and automated access" to the desired web site (see Wang, 
Abstract). Therefore, it would have been obvious for the system taught by Osaku to 
convert numerical names into a numeric Web address, as taught by Wang. 

In considering claim 11, claim 11 provides a similar limitation as claim 15, 
requiring that the associated Web address is a "numeric entry." Thus, claim 1 1 is 
rejected for the same reasons stated with respect to claim 15. 

8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Buchholz. 

In considering claim 8, the claim requires that the step of applying the translation 
formula includes adding the string of characters to the received name as a suffix. 
Buchholz does not disclose attachment as a suffix, but describes adding the string of 
characters as a prefix (col. 3, lines 5-25; Fig. 4, "Request 410"). Nonetheless, the 
selection of a prefix versus a suffix in the system taught by Buchholz is merely a matter 
or preference. Buchholz discloses that the received name ("Request URI") has a space 
before it and a space after it (col. 3, lines 3-5, "in the prior art the Request-URI is 
delimited by a SP (space) after GET and before HTTP/1 .0" - i.e. both before and after 
the URI). Buchholz then elects to place the identifier in the space before the URI, thus 
constituting a prefix, for the reasons stated on col. 3, lines 7-25. However, this selection 
was simply a matter of convenience. Because there is also a space after the URI, a 
person having ordinary skill in the art would have readily recognized that the identifier 
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could also go in the space after the URI, to avoid additional packet processing between 
receipt of the "GET" bits and receipt of the URI. Thus, it would have been obvious to 
add the string of characters to the received name as a suffix in the system taught by 
Buchholz. 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley Edelman whose telephone number is (703) 306- 
3041 . The examiner can normally be reached on Monday to Friday from 10:30 AM to 
7:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess can be reached on (703) 305-4792. The fax phone numbers 
for the organization where this application or proceeding is assigned are as follows: 

For all correspondences: (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 



Conclusion 




BE 

November 14, 2003 



